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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 09/1 9/2008 have been fully considered but they are 
not persuasive. Applicant argues that Masaharu doesn't teach a play list and a 
controlling means for transferring audio data to another recording medium. However, on 
para [0005] Masaharu teaches a play list that he calls favorite list file and also a transfer 
command for these list files to be transferred to another medium. As it is claimed in 
claim 1, the controlling means transfers audio data contained in the first sets that 
contain audio data described in the second set. Masaharu and applicant's admitted prior 
art teach the same thing that is being claimed. Therefore, applicant's argument is not 
persuasive and the previous claim rejections are repeated herein. 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 



Application/Control Number: 10/522,720 
Art Unit: 2627 



Page 3 



Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



1 . Claims 1 , 3 and 4 provisionally rejected on the ground of nonstatutory double 
patenting over claim 1 of copending Application No. 10/519,833. This is a provisional 
double patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the 
referenced copending application and would be covered by any patent granted on that 
copending application since the referenced copending application and the instant 



application are claiming common subject matter, as follows: 



Current Application 


Copending Application - 10/519,833 


1 . A data transferring system for transferring 
audio data between a first recording medium 
and a second recording medium, a plurality of 
first sets each of which is composed of at least 
one entity of audio data having been recorded 
on the first recording medium, the data 
transferring system comprising: a second set 
that describes the reproduction order of audio 
data contained in at least one first set and 
recorded in the first recording medium and that 
describes pointers to entities of audio data 
contained in each of the first sets; and a 
controlling portion for transferring all entities of 
audio data contained in the first sets that 
contain audio data described in the second set 
from the first recording medium to the second 
recording medium when audio data described 
in the second set are transferred to the second 
recording medium. 


1. A content data transferring 
system for transferring content 


data selected from a first 


recording medium on which a 


plurality of content data have 


been recorded to a second 


recording medium, the content data 
transferring system comprising: a 
recording and reproducing 
apparatus for reproducing various 
types of recording medium 
identification information unique 
to the second recording medium and 
recording content data transferred 
from the first recording medium to 
the second recording medium; first 
set creating means for creating a 
first set, the first set being 
used to correlate the recording 
medium identification information 
with a second set, the second set 
being used to categorize the 
content data recorded on the first 
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recording medium in accordance 
with a predetermined rule; second 
set creating means for creating 
the second set correlated with the 
first set; reproduction control 
information creating means for 


creating reproduction control 


information about the content data 


with the second set; and content 


transfer controlling means for 


transferring content data recorded 


on the first recording medium to 


the second recording medium so as 


to record the content data onto 


the second recording medium in 


accordance with the reproduction 


control information created in 


accordance with the recording 


medium identification information 


about the second recording medium, 


the recording medium 
identification information being 
reproduced by the recording and 
reproducing apparatus. 


3. The data transferring system according to 
claim 1, wherein the second recording medium 
has identification information unique thereto. 


1. A content data transferring 
system for transferring content 
data selected from a first 
recording medium on which a 
plurality of content data have 
been recorded to a second 
recording medium, the content data 
transferring system comprising: a 
recording and reproducing 


apparatus for reproducing various 


types of recording medium 


identification information unigue 


to the second recording medium and 


recording content data transferred 


from the first recording medium to 


the second recording medium; first 


set creating means for creating a 
first set, the first set being 
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used to correlate the recording 
medium identification information 
with a second set, the second set 
being used to categorize the 
content data recorded on the first 
recording medium in accordance 
with a predetermined rule; second 
set creating means for creating 
the second set correlated with the 
first set; reproduction control 
information creating means for 
creating reproduction control 
information about the content data 
with the second set; and content 
transfer controlling means for 
transferring content data recorded 
on the first recording medium to 
the second recording medium so as 
to record the content data onto 
the second recording medium in 
accordance with the reproduction 
control information created in 
accordance with the recording 
medium identification information 
about the second recording medium, 
the recording medium 
identification information being 
reproduced by the recording and 
reproducing apparatus. 



4. The data transferring system according to 
claim 3, wherein the identification information 
unique to each recording medium is correlated 
with the first sets. 



1. A content data transferring 
system for transferring content 
data selected from a first 
recording medium on which a 
plurality of content data have 
been recorded to a second 
recording medium, the content data 
transferring system comprising: a 
recording and reproducing 
apparatus for reproducing various 



types of recording medium 
identification information unique 
to the second recording medium and 
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recording content data transferred 
from the first recording medium to 
the second recording medium; first 
set creating means for creating a 
first set, the first set being 
used to correlate the recording 
medium identification information 
with a second set , the second set 
being used to categorize the 
content data recorded on the first 
recording medium in accordance 
with a predetermined rule; second 
set creating means for creating 
the second set correlated with the 
first set; reproduction control 
information creating means for 
creating reproduction control 
information about the content data 
with the second set; and content 
transfer controlling means for 
transferring content data recorded 
on the first recording medium to 
the second recording medium so as 
to record the content data onto 
the second recording medium in 
accordance with the reproduction 
control information created in 
accordance with the recording 
medium identification information 
about the second recording medium, 
the recording medium 
identification information being 
reproduced by the recording and 
reproducing apparatus. 



Regarding claim 1 , 3 and 4 the first set of audio data and second set of audio 
data is similar to what has been claimed in the copending application - 10/519,833. 
The reproduction order and pointers in the second set are obvious variants of 
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identification information and predetermined rule in the copending application. They are 
both used to identify tracks in album and point to the right playlist. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

4. Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masaharu JP 2003-029795 A and applicant's admitted prior art of Figs. 1-3. 

Re claim 1, Masaharu teaches a data transferring system for transferring audio 
data between a first recording medium and a second recording medium (system which 
can transmit a music content from digital filing apparatus to digital player apparatus, 
para [0001]), a plurality of first sets defining albums, each of which includes at least one 
track of audio data having been recorded on the first recording medium (two or more 
musical pieces to a digital memory player from a personal computer, para [0002]), and a 
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controlling portion for transferring all tracks of audio data contained in the first sets that 
contain audio data described in the second set from the first recording medium to the 
second recording medium when audio data described in the second set are transferred 
to the second recording medium (the user needs to advance selection of a musical 
piece, and transmission, caring about the data volume of the musical piece used as a 
transmission plug until the memory of a digital memory player fills, para [0002]) but 
Masaharu fails to teach the data transferring system comprising: a second set that 
describes the reproduction order of audio data contained in at least one first set and 
recorded in the first recording medium and that describes pointers to entities of audio 
data contained in each of the first sets. However, applicant uses Figs. 1-3 to show 
reproduction order and pointers to entities of audio data which is well known in the art. 
(see Figs. 1 -3). It would have been obvious to one of ordinary skill in the art at the time 
the invention was made to use the known method of applying pointers and keeping the 
reproduction order while transferring data from a personal computer to another 
recording and reproducing apparatus. The modification would have been obvious 
because of the benefit of link pointers in the playlist while transferring data from 
personal computer to a recording and reproducing apparatus. 

Re claim 2, Masaharu teaches the data transferring system according to claim 1, 
wherein the second recording medium is a detachable disc-shaped recording medium 
(desorbed type memory of digital player, para [0009]). 
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Re claim 3, Masaharu teaches the data transferring system according to claim 1, 
wherein the second recording medium has identification information unique thereto 
(identification data of a desorbed type memory of digital player apparatus, para [0009]). 

Re claim 4, Masaharu teaches the data transferring system according to claim 3, 
wherein the identification information unique to each recording medium is correlated 
with the first sets (identification data of a desorbed type memory of digital player 
apparatus, and a batch transmission means, it is judged whether capacity data and 
identification data which are contained in a selected favorite list file are in agreement 
with capacity data of a desorbed type memory of digital player apparatus and 
identification data, para [0009]). 

Re claim 5, Masaharu teaches a data transferring method for transferring audio 
data between a first recording medium and a second recording medium (system which 
can transmit a music content from digital filing apparatus to digital player apparatus, 
para [0001]), a plurality of first sets defining albums, each of which includes at least one 
track of audio data having been recorded on the first recording medium (two or more 
musical pieces to a digital memory player from a personal computer, para [0002]), the 
method comprising: receiving a command operable to transfer audio data described in a 
second set from the first recording medium to the second recording medium, the second 
set defining a play list and describing the reproduction order of audio data contained in 
at least one first set and recorded in the first recording medium and that describes 
pointers to tracks of audio data contained in each of the first sets; searching first sets 
that contain audio data described in the second set; and transferring tracks of audio 
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data described in the second set from the first recording medium to the second 
recording medium and transferring all tracks of audio data contained in the first sets that 
contain audio data that are transferred from the first recording medium to the second 
recording medium (the user needs to advance selection of a musical piece, and 
transmission, caring about the data volume of the musical piece used as a transmission 
plug until the memory of a digital memory player fills, para [0002]). 

Re claim 6, Masaharu teaches the data transferring method according to claim 5, 
wherein the second recording medium has identification information unique thereto 
(identification data of a desorbed type memory of digital player apparatus, para [0009]). 

Re claim 7, Masaharu teaches the data transferring method according to claim 6, 
wherein the identification information unique to each recording medium is correlated 
with the first sets (identification data of a desorbed type memory of digital player 
apparatus, and a batch transmission means, it is judged whether capacity data and 
identification data which are contained in a selected favorite list file are in agreement 
with capacity data of a desorbed type memory of digital player apparatus and 
identification data, para [0009]). 

Re claim 8, Masaharu teaches a data transferring program for transferring audio 
data between a first recording medium and a second recording medium (system which 
can transmit a music content from digital filing apparatus to digital player apparatus, 
para [0001]), a plurality of first sets defining albums, each of which includes at least one 
tracks of audio data having been recorded on the first recording medium (two or more 
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musical pieces to a digital memory player from a personal computer, para [0002]), 
comprising: receiving a command operable to transfer audio data described in a second 
set from the first recording medium to the second recording medium, the second set 
defining a play list and describing the reproduction order of audio data contained in at 
least one first set and recorded in the first recording medium and that describes pointers 
to tracks of audio data contained in each of the first sets; searching first sets that 
contain audio data described in the second set; and transferring tracks of audio data 
described in the second set from the first recording medium to the second recording 
medium and transferring all tracks of audio data contained in the first sets that contain 
audio data that are transferred from the first recording medium to the second recording 
medium (the user needs to advance selection of a musical piece, and transmission, 
caring about the data volume of the musical piece used as a transmission plug until the 
memory of a digital memory player fills, para [0002]). 

Re claim 9, Masaharu teaches the data transferring program according to claim 
8, wherein the second recording medium has identification information unique thereto 
(identification data of a desorbed type memory of digital player apparatus, para [0009]). 

Re claim 10, Masaharu teaches the data transferring program according to claim 
8, wherein the identification information unique to each recording medium is correlated 
with the first sets (identification data of a desorbed type memory of digital player 
apparatus, and a batch transmission means, it is judged whether capacity data and 
identification data which are contained in a selected favorite list file are in agreement 
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with capacity data of a desorbed type memory of digital player apparatus and 
identification data, para [0009]). 

Conclusion 

5. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Contact 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HENOK G. HEYI whose telephone number is (571)270- 
1816. The examiner can normally be reached on Monday to Friday 8:30 to 5:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Feild can be reached on (571 ) 272-4090. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Joseph H. Feild/ 

Supervisory Patent Examiner, Art 

Unit 2627 

/Henok G Heyi/ 
Examiner, Art Unit 2627 



